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^2 ^(Amended) Thiegel or micrp'emulsion as claim djn claim 10 or 15 fur^ ' , - - 

^ comprising active ingredients, additives or auxiliaries. , >r ' * ' „ 



CONDITIONAL PETITION FOR EXTENSION OF TIM E - ~ - > ~ " 

"* - ^ * - 7* - ~ Jr - 

^ ^ If any„extensioh oftime for this response is required, Applicants-" ? 
request that this be considered a petition therefore. Please charge the required fee ~ 
to Deposit Account No. 14^1263* " ** «> 



ADDITIONAL FEES 

^ - Please charge any further insufficiency of fees, or credit any excess to - " 

Deposit Account No. 14-1263. _ fc ^ •*> " : % 

REMARKS . * ^ - 

Claims 1-9 are in the"applIcation. Claims 1 and 2 were canceled and - 
new claims 10-20 are added. - _ . 

" Claims 1-9 are held rejected under*35 U.S.C. § 112; 2 nd ! as allegedly 
being vague and indefinite. These rejections are addressed by amendment, Z- ' * - 
although, these amendments are not to be taken as. conceding the correctness of the 
*~ rejection. * f - * * v/ - - * 

. Examiner asserts that the terms "oiHrhwaterV^/vy" and l "W/0"-are 
,used inconsistently throughout the claims. Applicants respectfully disagree in view of 
*r ^ ourjp ability to detect any obviously inconsistent use of the terms. "Perhaps Examiner 
j- - is referring to the optionaljncluslon of a W/O, emulsifierxu an*0/W emulsion, ' _ * ~ r ~ 
Applicants clearly intend this claim limitat|o"n, and accordingly-it is not inconsistent 
and theYejection.should- be withdrawn. *i 



.7 



Claims 1-6 and 9 are held rejected under 35 U.S.C: § 103(a) as being 
unpatentable pve^G Diec et al (WO 9628132;A2j:("Diec ,, ) in view of Fri^dnian et al:;' 
,^ ' (US 6113921) ("Friedman"). - . - - i 
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■ jl * Claims 1-9 were held rejected -under 35*U.S.C. § 103(a) as being ^ 

unpatentable over Friedman et al., (US 6113921) ("Friedman") in-view of Hill et al. F ^ -3-5 

^> ^ (US 5623017) ("Hill") and Schroder et al., (US 5^298,240) ("Schroder")."" ^ * > 

The rejectipns-overthecijed-referencesare^discussed below in'detail. » >-r . 



_ Consideration of the remarks is respectfully requested: ~ a 



- ^ A. Applicants' Invention ' ^ 

The claimed subject matter is directed toward a novel and nonobvious 
gel that can be diluted to low viscosity microemulsions. This distinguishes the. * . 
present invention over gels in the art P such as those in the-cited references, 
specification, page 14 Jines 18-21. - - : ' - ^ - 

The physico-chemical basis of the* invention is that phospholipid gels - 
are not true emulsionjjels. This is because they (1) lack the viscosity enhancing-L .. 
agents typically used in microemulsion gels; ar^d (2) lack a discrete dispersed phase, 
present in droplet form. Specification, page 14 > lines 10-12:- "\ ■ *^ ... 

^ A key feature of the invention is that adding one or more O/W 
emlrlsrfiersto a phospholipid nonemufsiorhbased gel transforms it to a dilutable gei 
capable of convenient conversionWnto a lower viscosity microemulsion having true 
dispersed phase droplets, i.e., a true emulsion^ These features w are not known in the * 
art>.and are not disclosed in the references. . -\> 



f a Diec in View of Friedman 



" fl) General Commente on Diec/Friedman ^ ^ 

. It is respectfully suggested that Examiner's mode of 'analysis does not " ■ r 

encompass the invention as a whole, or the references in their entirety/ 1nstea,d T Jthe * * - v ^* 
analysis reflects use of Applicants' claims as a template foY qpmpiling in piecemeal * 
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*^ v - • # , ^ - Schrei&Sr to!., 

* r . ■ : 09/890,078 

" - c ^ ^ ^ . Beiersdorf724-WCG 

% fashion a selective list of components chosen^from /the references, this is clearly 

/\** ~ -~ - ✓ '- 

: improper, asjt is known that the basic considerations Jor determining obviousness -«.'*• 

^ are: ^ o - - ■-- ^ 

* _ - *- * 

e - - ^ • " (A) The claimed invention must be considered as a whole: 

^ . - (B) The references roust be considered as a whole and must suggest the " l 

, -desirability and thus the obviousness of making the combination; * 

~ *\. ~ -(C) TTie references musi be viewed without the benefit of impermissible 

** - * hindsight vision afforded by the claimed invention : and 

(D) Reasonable expectation of success is the standard with-which 
- " , obviousness is determined. - . . " _ v ~ 

MPEP §-2141 (Emphases added^ . - \ . - r - . 

, Applicants^invention as disclosed and describe;cMn new claims 10 and^ 

15 requires that the claimed gels and microemulsions be in a form lacking the typical 
viscosity enhancing compoundsjjnd thus be amenable' to viscosity adjustments. It is 



also-required that this reduction in viscosity occur without loss of the droplet size - 7> 
, required to- provi de the" trans lucent or transparer^miproemulsion. iris respectfully ^ 
suggested that Diec and Friedman, when viewed in their entirety, neither alone nor ' J . 
"combined teach or even remotely suggest the claimed subject-matter. • 

, - Diec and Friedman, do not suggest that the viscosity of their gels can _ . ^ 

. or should bB varied subsequent to its preparation. Neither do they;disclose any .. - 
properties or features of their compositions directed toward achieving viscosity > 
adjustments. * 7 * * * 

- " They do not disclose methodology that results in altering the viscosity " ~ 
of their gels (or any^gels, for that matter) subsequent to preparing said gels. - „ ^ 

^ Therefore p -Diec/Friednian cannot reasonably be viewed as possessing 

^sufficienfteachin^ or suggestions to render the Instant claimsS>bvious. ^ ■ " — . 

■* " - Diec's gels are.crossHinked by a bifunctional hydrpphilic polymer s — • * -'-C 

-having terminal hydrophobic groups. It is not known in the art; nor does Diec teach*" * " ' m 
or suggest that such a cross-linked gel can merely be diluted vTith an aqueous ^ 
^ 4 * composition t& obtain a lower viscosity &nd maintain a stabilized Ynicroemulsion. 

Diec does not address the issue of reversible organogels. 

- ■ 4 r ^ ; ' ' . . : r ' ; * 
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^ ~ - Diec's deficiencies cannot be cured by -combining with Frfedman's : < 

phospholipids.^ Friedman prepares gels by combining a lecithinWy pfiase with an ^ 

*^ *, <s\ - 

"aqu'eous # phase-having two hydrophijic gelling agents, e-g., plurdnic acid and"*~ 

carbopoiriSee Friedman,. Example 1,-and subsequent examples; col. 5; lines 40-59."* 



4' 



9^ 



Examinercites Friedman to suggest addition of phospholipid. See 
Office Action, page* 4, last l.-This is inappropriate because ittioes not consider Diec 
and Friedman as^wholes" as required by the guidelines. 'MPEP § 2141. jnstead, the 
^Examiner improperly used the claims as a blueprint for/econstructing the invention 

by working backwards. _ V - <*• * e 

. - \ v. ' ^ ^ ' ' \ 

^ - What,are the explicit or implicit suggestions and motivationsjn Diec 
/^and/or Friedman to suggest thatthey should be combined? Why would one iri the art 
L combine Friedman (i.e., to include" the lecithin) when Friedman "does noteven . 
1 disclose the-desirability of preparing a cross-linked microemulsion' having an ' 
j| additional emulsifier(i.e. p the lecfthin)? " ^ ^ S •* 

> ■ ' " j* Applicants respectfully suggest that the combined reference offer no' 
* j£ rational basis to suggest this combination, other than the fact thatnhe ingredients^- 
- are physically compatible. However, without a clear rationale to combine, this is a 
\ legally insufficient basis for raising and maintaining this rejection under § 103(a). 
4 77?^ mere fact that references can be combined' or modified does not render the-* 
'rosuttant combination obvious unless the prior art also suggests-the desirabiVrtyrof 



\the combination. In re Mills. 16 USPQ2d 1430 (Fed. Cir.1990)^. (Emphasis'supplied 



-if" wmt 



in-MPEP 2143.01).- 



^-Maintaining the rejection, .requires that Diec and Friedman teach 
and/or suggest that adding lecithin to a cross-linked and stabiiized'microemulsion 
possessed a reasonable expectation of success to yield the gel or gel-like 
microemulsion capable of aqueous dilution to a lower, viscosity. There is absolutely 
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. no evidence-in eitherof these references to suggest the desirabiljtv orrplausibiTrtv of > ": c '^* 



this prqperty . 



~ Accordingly, these references do not surest a key claim limitation and' 
therefore, the rejectiorvshould be withdrawn." - * ~ % - ^* w 



c - - , * (2) "Diec/Friedman Teach- Awav From the Claims ' ^ - - 

- * " By formulating gels having cross-linking agents or polymeric viscosity - 
; enhancers; both Diec impliedly and Friednrfan expressly, teachvaway .from 'the claimed- ~ 
-compositions. > • — . " • ~ ^ 

** Ong with skill in theTart, having known Diec's disclosure describing 

stabilized gel formulations, would have been discouraged from the~research path ,( of 

- - .- - _ ' ^ , ^ / - " " 

trying to develop reversiblv-dilutable gels as an in termediate step to arrive at very finfe' 

microemulsions . In re Gurley . 31 USPQ2d 551, 553'(F.ed. Cir.l994)-:see s'ectiontG(l) ' T 

below. Jn r view of the totality of its teachings and suggestions, Diec cannot V _ " - 

reasonably- render the claims obvious. , i . *C ^] 

^ . In addFtion, Fried ma n.expressly requires viscosity enhancers such as tr 
- pluronic acid to increase the viscosity of his composition. This is clearly contrary to 
claim 10's definition of the claimed composition as defined in the preamble. 

In sum, it is respectful ^requested that the obviousness rejection over " • 

3'' - - " ^ - « i . wt . 

r ' Diec and Friedman be withdrawn because these references (1) do not teSch or ^ - 

suggest anything about^how to arrive at a gel or microemulsion that can be diluted; 
and (2) because siabiIized $B\$ teach away from- unstabff(zed &e\$ that can be #: * V ^* 
diluted. - ~* 

C. Friedman! in View of Hill and Schroder : ... . 

V 

- v -- (1) Friedman Is Insufficient for Raising or Maintaining the Rejection • ' - ... 

.,: - . ' ■ ,. ' . . 
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o Because the Friedman disclosure is prevalent in all of the obviousness n ~ 
c rejections raised, some additional comments are warranted. ^ a ^ ^ _ - ^ 

- ^ J - Friedman'spe'cificalJyJncludes'knpwn hydrophilic polymenc geNingf 

agents in the aqueous phase- See Examples, e:g., Ex. l'lines 30^31, and ail* ^ ' «r 
subsequentexamples. Therefore, Friedman is -not only far removed Applicants' - 
composition and process of preparing it butjt wouldjalso be impossible to reduce 
the viscosity-Of Friedman's'gel by adding-more ? of Friedman's aqueous phase . * ^ 
"because doing so would actually add more gelling agent and thus? increase the - 
viscositv - It is virtually impossible for one with skill in the art to'use Friedman to *' 
arrive at any gel or viscous microemulsion that can be diluted bv addlngmore of the' tt 
aqueous phase . - z * ^ - ~ - - . ^ 



- It is settled law that "a-reference* will teach away if it suggests thatlhe " ~ - 

line of development flowing from iJiereference's.disclosure is unlikely to. be " r . • • 
productive of the result sought by the applicant." In reGlirfev. 31 USPQ2d*551r-553 t - 
(Fed. Cir.1994). * ^ - . ' 

r. . r- - 

^ * /In this i application, it is clear that; because Friedman includes gelling 

agents, e.g., Pluronic acid-and Carbopol in his aqueous phase, that adding additional " 
amounts of the aqueous phase will increase viscosity, not decrease it One with 
skill in the art would clearly be discouraged frorrrusirig-Friedman to arrive at the- - - 

.claimed subject matter. - - ^ S - -* ■ ^ ^ 

Accordingly, because Friedman's teachings and suggestions falk' _ ~~ 
squarely under Gur/ey, the obviousness rejectipns*based on Friedmah shbuld-be " *■ _ 
withdrawn. ~ ^ - y 
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{2) Friedman does not Provide for Transparent i , s * 

orTranslucent Microemulsions 

A survey of Friedman's examples indicate that droplet size varies- from . 
0.10 ym up to 50 gm. Therefore, Friedman's emulsions are almost all 
.nontrans^arent.and have^a bluish white to white^cojor. Specification; page 2, 2 n ? f: 



. - " * (3) Schroder Teaches Away From the Claims AND From Friedman ^ 

- Schroder cannot cure the defects in Friedman because, Schroder : 
teaches. away from Friedman, and therefore, cannot be properly combined. 1 • 

The Federal Circuit recently-held that "if,a?irst prior art reference^did 
in fact teach away from a second references- then that finding alone can defeat an * 
- obviousness claim' based on the two references / Winner International Royalty Corp. 
" v. Wang. 53 USPQ2d 1580 (Fed. Cir. 2000) (Emphasis added). - 

1 ^ In Friedman, the surfactant to be employed must be non-/onic: ; See 
e.g.,~col. i, line 28; col. 15, line 4 of claim 1. In direct contrast; Schroder's gel's 
require C5f/0/?/tsurfactants, namely quaternary ammonium compounds. See ^ 
-Schroder, col. 3, lines 44-60; Examples 1-16. It is well-known in the art that a /'^ 
cationic surfactant cannot be included In tlYe group of non-ionic,surfactants. Thus, ^ 
requiring non-ionics immediately .eliminates cationics. Thus,, following the rule of 
- Wang, it is improper to maintain an obviousness rejection over Friedman/ Schroder. 



~ ~ "One with ordinary skill in the art could not find any suggestion to * r 
.combine contrary references such as Schroder and Friedman fqranypufpdse.^Bxt 
^combined disclosures cannotreasonably lead one with^skill in the artto Applicants' ~ 
claimed microemulsion with a reasonable expectation of success. * 

^Or\ this basis the rejection over the combination of Schroder and ^ ^ 

Friedman. 
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= - I4) r Rill Does not Cure the Defects,of Friedman or Schroder 



I The foregoing arguments essentially render Hill irrelevant and <: * ■ * - * 

insufficient for maintaining the rejection. G . * . _ ~ ' 

~z - « ^ 

JHowever, Applicants point out that Hill alsp teaches away from . y 
"Applicants' claims because it teaches a^composftion that has asup to ab_outAQ% of ' ^ ~ - 
a volatile cyclic or linear methyl siloxane (VMS) (col. 6, line 51.). Applicants' claim 1 " - 

ele'artv requires low^volatilitv components . Thereforej as [n jthe'foregoing discussions,' _ r ■ 
HilHs insufficient to maintain the rejection. - " - ^- " '* ^ 

" _ - " Therefore, in accordance with the rules of Gi/r/eyand Wangari6 the „ 
facts'set forth above, Applicants respectfully request that the obviousness rejections 
based on Friedman/Diec and Friedman/Schroder/Hill, be withdrawn. ..r - 



- Reconsideration and allowance of the claims is respectfully solicited-in 
view of the amendments and the foregoing .discussions « ~ : ... y 

Applicants have addressed ajl rejections and express the goodrfaith " 
belief that the^claims are in condition for allowance. . : 

r ' - ^ - Respectfully submitted,. 

N6rris, McLaughun & Marcus 




--7 - 



- ^ . Theodore A. Gottlieb _(Reg. No. 42,597) 

" ^ m *r '-220 East 42^ Street " " . — 
cir " ^ - New York^NY 10017 - ^ 

- ^ - tdephdne (646) 487-5675, - w 

" * ^ JabsimHe^ (212) 808h0844 ~ 
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3,_(Amended) A hair gel, shower gel, or skin gel comprising the ;Fhe gel as < 
- gL cfaim 10 oM5" 4r^g, ch a r a ct e r i z e d Tin th a t it is us e d as hair go], shower gol x dr 
* skin gel r ^ — - r 



4. (Amended) The gel or^microemulsion as claimed-in claim lQ_p_rl5 



1 



further 



comprising characteriz e d in th a t it comprised deodorants or ahtiperspirantsr 



5. ;{Amended)The gel or microemulsion as claimed' in. claim 10 or lS^ l-ef-a. further 
comfirising chorQCtoriz e d -^ n - th a t i t compris e s! a UVA arid/or UVB filter substance. 



6.{Amended). The gel or microemulsion as .claimed in claim lO of 15 j^efrgr 
further comprising charact e riz e d in that i t co jj npr - ir , feft antioxidants- " 



„7. (Amended) The gel or microemulsionas claimed in claln riO.br 15 j^ef^ -further 
comprising chnraatorizod in that it comprison' a cosmetic cleansing preparation. 



8, (Amended) The gel or microemulsion as claimed in claim -10 or 15 jrOf-2 -further 
comprising ch a racteriz e d in that it oompriG'oc : haircare composition- ~ - 

_ 9/(Amended)^The gel.or microemulsion as claimed in.clairr rlO or 15 j^g ^further ^ 
comprising characterized in that it comprint* 



auxiliaries. 



active ingredjents, additives or-\ ~ 
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